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1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Claims 1-10 are pending. Claims 1-10 are under consideration in the instant office 

action . 

Election/Restrictions 
Upon further consideration by the examiner the restriction requirement mailed on 
08/06/09 is hereby withdrawn. As a result, instant claims 1-10 are under consideration. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Information Disclosure Statement 

The information disclosure statement (IDSs) submitted on 01/08/07 and 08/07/06 was 
noted and the submissions are in compliance with the provisions of 37 CFR 1 .97. Accordingly, 
the examiner has considered the references. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3-6, and 8-10 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Halloran et al (US Patent No. 5173290). 
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Applicants claim a composition comprising a powder and an alkyl-phenyl silsesquioxane 
resin as the structure recited in the claim. The dependent claims thereof recite possible units that 
can be incorporated in the alkyl-phenyl silsesquioxane resin and additional components that can 
be added in the composition. Additionally, other dependent claims recite various products 
comprising the composition of claim 1 . 

Halloran et al. disclose composition prepared into a three neck round bottom flask 
equipped with a stirrer and thermometer by placing 39.8 grams toluene and 14.4 grams 
isopropanol, which are organic solvents. To this was added 33.6 grams phenvltrichlorosilane 
and 12.2 grams propvltrichlorosilane . Water was added to hydrolyze the chlorosilanes in an 
amount to produce an aqueous phase containing 13-16 weight percent hydrochloric acid. This 
mixture was refluxed for four hours insuring continuous hydrolysis. The hydrolyzate was 
separated from the aqueous phase, the solvent was removed under vacuum, and the solid product 
was flaked. The product corresponded to a nonpolar silsesquioxane of the formula RSi03/2. The 
examiner notes that applicants original specification disclose an example of the same reaction as 
described above in example 3, paragraph 0043, page 13 for the production of propyl-phenyl 
silsesquioxane, which is a species of the polymeric structure recited in instant claim 1 . Based on 
the examiner's calculation in the example disclosed by Halloran et al. x = 12.2/45.8, which is 
0.27, and y=33.6/45.8, which is 0.73. The overall structure of the product disclosed by Halloran 
et al. is as follows: 

(CH 3 CH 2 CH 2 Si03/ 2 )o.27(C 6 H 5 Si03/ 2 )o.73 

Additionally, Halloran et al. disclose the above described silsesquioxane was formulated 
into a hair fixative composition by mixing with ethanol (organic solvent) (column 5, lines 36- 
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37). Halloran et al. also disclose that powders (thickeners) such as sodium alginate, starch etc., 
are included in the composition (column 13, lines 1 1-16). The examiner takes the position that 
the limitations recited in instant claims 8-10 are intended use of the composition disclosed in 
claim 1. The examiner reminds applicant that while instant claims 8-10 do recite different 
intended use labels descriptive of the product being claimed, there are no further structural 
limitations present other than the composition of claim 1 . Therefore, the only structural 
component apparently necessary to meet the requirement of the claims is the composition of 
claim 1 . Therefore, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim limitations. The examiner notes that the 
composition disclosed by Halloran et al. is capable of being used in the various products recited 
in instant claims 8-10 since it is the same composition as the instantly claimed composition. The 
above teachings clearly anticipate the limitations of instant claims 1, 3-6, and 8-10. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S. C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness 

Claims 2 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Halloran et al (US Patent No. 5173290) as applied to claims 1 and 3-6 above, and further in 
view of Schlosser (US 2004/0180011, IDS reference). 

Applicant Claims 

The claimed subject matters of instant claims 1 and 6 are set forth above. Instant claim 2 
recites the composition of claim 1 with possible units that can be incorporated in the alkyl- 
phenyl silsesquioxane resin. Instant claim 7 recites the cosmetic product of claim 6, wherein the 
cosmetic product is a lipstick or foundation. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 

The teachings of Halloran et al. are set forth above. 
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Ascertainment of the Difference between Scope of the Prior Art and the Claims 
(MPEP §2141.012) 

Although Halloran et al. clearly teach a personal care hair fixative composition 
comprising alkyl-phenyl silsesquioxane and powder, Halloran et al. do not explicitly teach 
lipstick or foundation cosmetic composition. Hallorn et al. also do not specifically teach that 
alkyl-phenyl silsesquioxane contains the units recited in instant claim 2. These deficiencies are 
cured by the teachings of Schlosser. 

Schlosser teaches the use of C2-20 alkyl phenyl silsesquioxane resins in cosmetic 
formulations providing cosmetics with good feel and water resistance (abstract). Lipsticks having 
excellent transfer resistance and high gloss may be prepared (abstract). The silicone resins useful 
herein are silsesquioxane resins which bear phenyl and C2-20 alkyl groups (paragraph 0014). The 
preferred resins are those of the formula as follows (paragraph 0016 

[RSi03/2]a[R 1 Si03/2]b[R 2 Si03/2]c[R3 3 SiOl/2]d[R2[ 3 Si02/2]e[Si0 4 /2]f 

where R is methyl; R 1 is C2-20 alkyl or C 5 . 2 o cycloalkyl, preferably, Cvs alkyl or C 6 -i2 
cycloalkyl; R 1 is phenyl , R 3 is C1-20 alkyl, C5-20 cycloalkyl, C7-14 aralkyl, C7-14 alkaryl, or C 6 -io 
aryl, preferably Ci_ 8 alkyl, Ce-u cycloalkyl, or Ce aryl; and a, b, and c are such that their 
respective siloxy groups preferably comprise at least 90 mol percent of the total of groups a-f, 
and at least one R 1 and at least one R 2 is present (paragraph 0017). The examiner notes that the 
C2-20 alkyl phenyl silsesquioxane taught by Schlosser have the same units as the units recited in 
instant claim 2 except the amounts. The silsesquioxane resins bearing both phenyl and C2-20 alkyl 
groups may be formulated into liquid or semisolid cosmetic products which then offer excellent 
feel and high gloss, without sacrificing transfer resistance (paragraph 0010). 
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Finding of Prima Facie Obviousness Rationale and Motivation 
(MPEP §2142-2143) 

It would have been prima facie obvious to a person of ordinary skill in the art at the time 
of the instant invention to modify the teachings of Halloran et al. by incorporating the units 
recited in instant claim 2 in alkyl-phenyl silsesquioxane because Schlosser teaches similar units 
in a cosmetic composition. The skilled artisan would have been motivated to incorporate the 
units recited in instant claim 2 because they are conventionally known in the prior art as also 
evidenced by the instant specification paragraph 0018. The skilled artisan would have been 
motivated to incorporate the units recited in instant claim 2 because Schlosser teaches that the 
silsesquioxane resins bearing both phenyl and C2-20 alkyl groups may be formulated into liquid or 
semisolid cosmetic products which then offer excellent feel and high gloss, without sacrificing 
transfer resistance (paragraph 00 1 0). Similarly, a prima facie case of obviousness exists where 
the claimed ranges and prior art ranges do not overlap but are close enough that one skilled in the 
art would have expected them to have the same properties. Titanium Metals Corp. of America v. 
Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). Furthermore, differences in 
concentration will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration is critical. "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). The skilled artisan would have had a reasonable expectation of success in combining 
Halloran et al. and Schlosser because both teach similar compositions containing alkyl-phenyl 
silsesquioxane. 
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It would have been prima facie obvious to a person of ordinary skill in the art at the time 
of the instant invention was made to modify the teachings of Halloran et al. by making a lipstick 
or foundation cosmetics compositions because Schlosser teaches alkyl-phenyl silsesquioxane can 
be used for preparing lipstick and foundation compositions. The skilled artisan would have been 
motivated to prepare lipstick or foundation compositions containing alkyl-phenyl silsesquioxane 
because Schlosser teaches that lipsticks having excellent transfer resistance and high gloss may 
be prepared from compositions containing C2-20 alkyl phenyl silsesquioxane resins (abstract). The 
skilled artisan would have a reasonable expectation of success in combining Halloran et al. and 
Schlosser because both teach similar compositions containing alkyl-phenyl silsesquioxane. 

In light of the forgoing discussion, one of ordinary skill in the art would have concluded 
that the subject matter defined by the instant claims would have been obvious within the 
meaning of 35 USC 103(a). 

Therefore, the invention as a whole would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Conclusion 

Claims 1-10 are rejected. No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIGABU KASSA whose telephone number is (571)270-5867. 
The examiner can normally be reached on 9 am-5 pm Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne P. Eyler can be reached on 571-272-0871 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TigabuKassa 12/15/09 
/YVONNE L. EYLER/ 
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